AHOTALIA

Tkauyx ['.B. Peamizamisa 1 3aXucT IpaB CyO’€KTIB T'OCIOJAPIOBAHHS Ha
TOproBebHI Mapku. — KBamidikariiina HayKoBa mparls Ha IpaBaxX PYKOIHCY.

Huceprariiss Ha 3100yTTS CTymneHs JToKTopa (inocodii 3a creriaabHICTIO
081 «IIpaBo» y ramy3i 3HaHb 08 «IIpaBo». — JloHenpkuii HaIIOHATBHHMA
yHiBepcuteT imeHi Bacuns Cryca, Binauig, 2020.

JlucepTaliiro MPUCBSYEHO TOCTIIKEHHIO TMTUTaHb peatizallii 1 3aXUCTy MHpaB
cy0’€KTIB rOCIIO/IapIOBAHHS HA TOPTOBEJIbHI MAPKH.

Y poszoini 1 «3acanvna xapaxmepucmuka peanizayii i 3axucmy npae
cyb’ekmis 20cnooapio8ants Ha MOpP20GebHI MAPKU» TOCIIJKEHO 3MICT MOHSITTS
«TOProBejibHA MapKay», HOro CHiBBIIHOLIEHHS 3 MOHATTAM «OpeHa». BctaHoBIeHO,
0 OpeH] — AKiCHA XapaKTepucTuka (00pa3 B CBIIOMOCTI CIIOKHBaya) ToBapy ado
MOCJIYTH, 110 BIUIMBAE HA CIIOKMBAya 1 CIIOHYKAa€e HOTo npu0aTtu Takui ToBap ado
nociayry. BuokpemiieHo BIIMIHHOCTI TOproBesibHO1 Mapku (TM) 1 OpeHy 3a1exKHO
BiJl BUMOT, SIK1 CTaBIIATHCS JI0 IUX 00’ €KTIB, IXHIX O3HAK, OOCATY 1 CTPOKY MPaBOBOI
OXOPOHM, HASIBHOCTI 1]1€1 (MicCii), KOJla BIACHUKIB.

HocnimxkeHo ¢yHKIIIi TOProBeJIbHUX MapoK 1 Ha IIiil MiJcTaBl OOIPYHTOBAHO
JOLIBHICTh 1X JTOMOBHEHHS TaKOK (PYHKIIIEIO, SIK: (POPMYBAHHS 1 3aXUCT ALIOBOI
penyraiii cy0’ekTa rocnoaaproBaHHsA. BuokpemiieHHs 1i€i QyHKUII MaTUMeE
3HaUEHHA $K JJIs1 OUIBII TOBHOTO PO3YMIHHS 11 IIHHOCTI JUIsi CyO’€KTa
TOCIOIapIOBaHHS, TIPY YKJIaJaHHI TOCTIOJApPChKUX JOTOBOPIB IIOA0 HAJaHHSA MTpaBa
HAa BHUKOPHUCTAHHS TOPTrOBEJILHOI MapKH, TaK 1 y pa3l MOpYIIeHb MpaB Ha
TOPTrOBEJIbHY MapKy 1 BH3HAYEHHS MOpPAIbHOI (HEMaWHOBOT) MIKOMHW, 3aMOIisTHOT
Cy0’€KTy rOoCHOJapIOBAHHS 3HEI[IHEHHSM TOPIOBEJIbHOI MapKH, 30KpeMa 4epes ii
HEIMPaBOMIPHE BUKOPUCTAHHS Ha TOBapax, 0 MAIOTh HUKYHUMA PiBEHb SKOCTI, HIXK
OpUTIHAJIBHUHI TOBAp.

B pesynbrari AOCHIIKEHHS TOHSTTS MalHOBOIO IMpaBa Ha TOPTOBEJIbHY

Mapky y cepi rocrnogaproBaHHS BCTAaHOBIICHO, 1110 1€ TIPABO MOXKE BUCTYTATH SIK:



- Cy0’€KTUBHE TMpaBo, IO peali3yeTbcsi Cy0 €KTOM TOCIOAaprOBaHHS B
mporieci  3AIMCHEHHS TOCMOJAAPChKOI  MISUIBHOCTI  (IIJISXOM  BUKOPHUCTAHHS
TOPTOBEIHLHOI Mapku ab0 TIepelaHHs MMpaBa Ha HEl IHITUM Cy0’ eKTaMm);

- yacTHHA MaiHa MiANPUEMCTBA (HeMaTepiaIbHUN aKTHUB);

- 00'eKkT TOCIOAapCchKOro 0060poTy (y pasi MmepemaHHs IpaB 3a JOTOBOPOM,
BHECEHHSI JI0 CTATYTHOTO KaIliTaly TOCIIOapChKOTO TOBAPUCTBA);

- 00’ €KT 3axuCTy (y BUMAJAKY MOPYIICHHS [IPaB HAa TOPIOBEJIbHY MapKy).

KonkpeTnzoBaHo MOHATTS «peai3allis npaBa cy0’€KTa TOCIoJaploBaHHS Ha
TOPrOBEJIbHY MapKy» — IOPUIUYHO 3HAYUMI MPABOMIPHI Jiii MTPaBOBOJIOAUIBIIS 200
YIOBHOB)XEHOI HUM OCOOM I10JI0 BUKOPUCTAHHS TOPTOBEIHHOI MapKu, HaJIaHHS
J03BOJTy HAa  BUKOPHUCTaHHS TOPTOBEIBHOI MapKd IHIIMM  CyO’€KTaM,
MIEPEIIKOKAHHS HETIPABOMIPHOMY BUKOPUCTAHHIO TOPTOBEJILHOT MAPKH, BUMHEHHS
IHIIUX 1A 3 METOI 3aJ0BOJICHHS 1HTEPECIB MPABOBOJOJUIBIS Ta 1HIIMX
3aIliKaBJIEHUX 0CIO.

VY3araabHeHO NPUHIUITH 3/11HCHEHHS IPaB Ha TOPTOBEIIbHY MapKy: 1) cy0’ekT
TOCIIOAaPIOBAaHHS Ha TOPTOBEIbHY MapKy 3IIHCHIOE 1€ MPaBO BIILHO, Ha BIACHUHN
pO3Cyll B MeXax, Mepe0aueHnx 3aKOHOM, 3 YpaxXyBaHHAM MPHUHIUITY «JI03BOJICHO
BCE T€, 110 HE 3a00POHEHO 3aKOHOM»; 2) HE3IIMCHEHHsS IMpaBa Ha TOPTOBEIbHY
MapKy (HEBUKOPUCTAHHS POTATOM MEBHOTO CTPOKY 0€3 MOBAKHUX MPHUYKH) MOXKE
OyTH TIACTaBOI TPUIIMHEHHS TipaBa; 3) Cy0 €KT TOCIOJApIOBAHHS MOXKE
BIJIMOBUTHCH BIJI TpaBa Ha TOPIrOBEJbHY MapKy IMOBHICTIO a00 4YacTKOBO B
nepea0auyeHOMyY 3aKOHOM TOPSAIKY; 4) Cy0’€KT TrOCIOJaprOBaHHS MOXKE TMepeaaTu
CBO€E TIPaBO HA TOPTOBEIBHY MApKYy JIMIIE 3a BIAMJIATHUM JIOTOBOPOM, 5) TIpaBo Ha
TOPTOBEJIbHY MapKy 3IIHCHIOETHCA 3 ypaxyBaHHSM MPE3yMIILii JT00pOCOBICHOCTI
Nt cy0’€KTa rocImoaproBaHHS.

JloonpankoBaHO HaNpsIMU YJIOCKOHAJIEHHS 3aKOHOJABCTBA YKpAlHU, IO
peryJiroe peaizallito 1 3aX|CT MpaB Ha TOProBeIbHI MapKu: 1) HAMMOBHEHHS 3MICTY
3akony VYkpainu «IIpo oxopoHy mnpaB Ha 3HaKH Uid TOBapiB 1 MOCIyT»
CHeliaJbHUMU HOpPMamH, $Ki MarOTh BCTAHOBIIIOBATH MAaKCHUMAJbHO JETaJIbHI

OPUIKACH IIOAO CHOCO0iB 1 mpaBoBUX (OpM 3IIMCHEHHS MpaB Ha TOPTOBEJbHI



MapKH, MiJCTaB 1 COCO0IB 3aXUCTY MPaB Ha TOPTOBEJIbHI MapKH; 2) Y3TOJKEHHS
HopM LIK Vkpainu 1 3akony Ykpainu «IIpo oxopoHy nmpaB Ha 3HaKd JJ1s1 TOBApiB 1
MOCIYr» MPO BHUIW JOTOBOPIB, IMOB’S3aHUX 13 PO3MOPATKCHHSIM IpaBaMu Ha
TOPTOBEJIbHI MapKu; 3) 30JIMKEHHS HAIlIOHAJTBHOTO 3aKOHOAaBCTBA 3 BIJIMOBITHUMU
nojiokeHHsAMU akTiB €C nuisixoM BHECeHHS 3MiH 10 3akoHy Ykpainu «lIpo
OXOpOHY IpaB Ha 3HAKH JIJIsl TOBAPIB 1 MOCIYT» B YACTHUHI 3aKPITUICHHS KOJIa [, 110
€ TMIJrOTOBKOIO JI0 TMOpYIIEHHA TpaB; 3akoHy VYkpainu «IIpo 3axuct Bin
HEZOOPOCOBICHOI ~ KOHKYPEHLI1» II0JA0 3aKpIIUIEHHd YMOB IPaBOMIPHOIO
BUKOPHCTAHHS YY>KOi TOProBEIbHOI MapKu y MOPIBHSUIbHIM pekiami, a TaKoxX
3a00pOHM [iH, 110 BBOJSATh B OMaHy CIIOKHMBAyiB 3a JOMOMOIOI0 BHUKOPUCTAHHS
HIIIPUEMIIEM YYKOi TOPrOBEIBHOI MapKH.

YV po3oini 2 «Peanizayis npas cy6’ekmi 2o0cnooapro8anHs Ha Mop206eibHi
Mapxuy BUOKPEMITIOIOTHCS IBa CITIOCOOM peartizallii mpaB Ha TOProBeabHI Mapku: 1)
BUKOPUCTAaHHS TOPrOBEJIBHOI MApKK B TOCHOAAPCHKIN ISJIBHOCTI MPaBOBJIACHUKA,
2) mepenaHHs TpaB Ha TOPTrOBEIbHY MapKy IHIIMM oOco0aM Ha IIiJICTaBi
BIJIIOBIJTHOTO AOTOBOPY. B pe3yibrati MpoBeAEHOro JOCHIIKEHHS JOOMPAlbOBAHO
HNOHSTTA «BUKOPHUCTAHHS TOPTOBEJIbHOI MapKH Cy0’€KTOM TOCIOJAPIOBAHHA» SIK
croco0y peanizanii MmpaBa 1HTEJIEKTyalbHOI BJIACHOCTI Ha TOPrOBEJIbHY MApKy —
BUMHEHHS CYyO’€KTOM TOCHOJApIOBaHHS a00 YMNOBHOBAXKEHOIO HHUM 0OCO0O0I0
KOMIUJIEKCY IOPUANYHUX 1 PaKTUYHUX 1, sIKi TTOB’s13aH]1 3 BTUICHHSIM TOPTOBEIBHOT
MapKH B IIEBHUX TOBapax abo Mpu HaJIlaHHI TOCTYT (B peKyiaMi, TOKyMEHTAIlii TOIIIO)
Ta BBEJICHHSIM TaKUX TOBapiB JI0 FTOCIIOAAPCHKOr0 000POTY.

Ha migcraBl JOCTIKEHHS CIIOCOOIB BHKOPHCTAaHHS TOPTrOBEIBHHX MapOK
YTOYHEHO, LI0 TPaBO HA TOPrOBEJIbHY MapKy Mae€ HaJaBaTH MOXJIMBICTb il
BUKOPUCTAaHHSA OyIb-IKUM CIIOCOOOM, IIOB’S3aHUM 13 BBEJCHHSM TOBapy, SKHM
MapKOBaHO TOPTOBEIHHOI MAapKOK, B TOCHOAApChKH 000poT, ab0 HagaHHS
MOCJIYTH, 110 HE CYNEPEeurTh 3aKOHY, a IPU BU3HAUYEHHI CIOCOOIB BUKOPUCTAHHS
BXKMBATH B 3aKOHOJIaBCTB1 KOHCTPYKIIIIO BIIKPUTOTO MEPETIKY — «BUKOPUCTAHHSIM

TOpFOBCHBHOT MapKH1 BU3HAETbCA, 30KpEMaA: ... ».



YTOYHEHO TMOJOXKEHHS MO0 NPUMYCOBOI'O JIOCTPOKOBOTO MPUIMHMHEHHS
npaBa Ha TOPrOBEJIbHY MapKy, SKi MalOTh TapaHTyBaTU JOTPUMAHHS 1 HaJICKHUN
3aXUCT 1HTEpECiB MPaBOBJIACHUKIB Ta BPaxXyBaHHs CYCIIJIbHUX IHTEPECIB, a came:
ocoba, WIO0 3BEpPTa€TbCs A0 CYAy Ma€ JOBOAUTH (HAKT HEBUKOPUCTAHHS
TOPrOBENbHOI ~ MapKd  MPAaBOBIACHUKOM, a  TaKOoX  HasSBHICTh  CBOET
3alHTEPECOBAHOCTI (3aKOHHOTO 1HTEpeCcy) y TPpUIMHEHHI [ii CcBigonTBa 1
BUKOPHUCTAHHI 111€1 TOProBeIbHOI MApKH, & TPABOBIACHUK — HASIBHICTh MOBAXKHUX
PUYUH HEBUKOPHUCTAHHS TOProBeIbHOT MapkH. [0 3aiHTEpecoBaHUX 0CI0 MOXKYThH
OyTH BiJIHECEHI BUPOOHUKH OJHOPIHUX TOBApiB, 110 MAaIOTh PEATbHUNA HaMip
BUKOPHCTOBYBATH CIIPHE MO3HAUEHHS B CBOiM roCHogapChKiil JisSIbHOCTI, O1AIH
3asBKY Ha TOTOKHE a00 MOJ10HE MO3HAYeHHS, 3M1MCHUIN HEOOX1AH1 MIArOTOBYI il
710 HOr0 BUKOPUCTAHHS.

3anponoHOBaHO MOJIOKEHHS 010 YAOCKOHAICHHS MMPaBOBUX 3acajl 3aCTaBU
paB Ha TOProOBEJbHY MapkKy: 1) mpaBa Ha TOProBeJIbHI MapKH, SIKI HaJEXKaTh
CHUIBHO JEKIJILKOM 0c00aM, MOKYTh OyTH TIEpe/iaHi y 3aCTaBy JIHUIIIE 3a 3r0JI0I0 BCIX
KX 0C10; 2) 3anpoBa>KeHHS 000B’ A3KOBOT'0 HOTAP1aIbHOTO MMOCBITYEHHS IOTOBOPY
3acTaBM TpaB Ha TOPTrOBEIbHI MAapKH 1 JEp>KaBHOI peecTpallii 3acTaBu NpaB Ha
TOPTOBEJIbHI MapKu (JIep>KaBHA peecTpallisi Mae 3aiicHIoBaTUCS MIiHICTEPCTBOM
PO3BUTKY €KOHOMIKH, TOPTIBJII Ta CLIBCBKOTO TOCINOAApCTBA YKpaiHU, [0
KOMITIETCHIIII SKOTO HAaJIeKUTh 1 JepKaBHA peecTpallis JOroBopiB y cdepi
IHTEJIEKTYaJIbHOI BIACHOCTI.

OxkpeMo JOCHIPKEHO ApYyrHil cmocid peanizaiii mpaBa Ha TOPTOBEIbHY
MapKy — y BHIJISIAI TIEPEIaHHs MpaB Ha TOPTOBEJIbHY MapKy IHIIUM Oco0aM Ha
M1JCTaBl BIAMOBIIHOTO JOTOBOPY, SIKMM BUCTYMA€E MPAaBOBOIO (POPMOIO mepenaHHs
nux mpas. [IpoananizoBaHo JilIeH31WHUN TOTOBIp, TOTOBIp KOMEPIIHHOT KOHIIECIT,
JIOTOBIp MPO Mepe/laHHs MpaB, iX 3MICT, ICTOTHI YMOBH, BIJIMIHHOCTI. Y TOYHEHO
ICTOTHI YMOBH JIIEH31MHOTO JIOrOBOPY Ha BUKOPHUCTAHHS TOPIrOBEJIbHOI MapKH,
YKJIaJIEHOTO MK Cy0’€KTaMu TOCIOJapIOBaHHs: IpeaMeT (IIpaBo Ha BUKOPUCTAHHS
TOPTOBEJILHOT MAPKHU IIEBHUM CIIOCOOOM), pO3Mip BUHATOPOJIH, CTPOK, a TAKOXK 1HIIII

YMOBH, 5IKI CTOPOHH BBa)KAaIOTh 3a JOLIIbHE BKJIIOUUTH B IOTOBIp.



3anporoHoBaHoO 3MIHUTH NiepeadaueHnil y 4. 8 c¢r. 16 3akony Ykpainu «IIpo
OXOPOHY IpaB Ha 3HAKH JIJII TOBAPIB 1 MOCIYT» 000B’ 30K JIiIIeH31aTa 3a0e3NeUnuTH
BIJIMOBITHOCTI SIKOCTi TOBApiB 1 OCIYT, 1[0 BUPOOISIOTHCS HUM, SIKOCTI TOBapiB 1
MOCJIYT JIlIeH31apa, Ha KOHTPOJIOBAHHS JIIEH31apOM BIJIMOBITHOCTI SKOCT1 TaKUX
TOBApIB 1 MOCIYT BUMOTaM JileH31apa.

YTOYHEHO MiACTaBU PO3ipBaHHS JOTOBOPY KOMEPIIHHOI KOHIECHT IIITXOM
3aMIHU TIOHSTTS «3MiHA TOPTOBEIBHOI MapKI» Ha MOJIOKEHHS, 10 Y pa3l HaCTaHHS
N1JCTaB JJIs IPUIIMHEHHS [IPaBa Ha TOProBEIbHY MapKy (10OPOBIIbHE MPUITUHEHHS
3a 3asIBOIO MPABOBIIACHUKA, TPUITUHEHHS Ha IT1JICTaB1 PIICHHS CYy) MPaBOBIACHUK
3000B’s13aHUI HETATHO MOBIJOMUTH IIPO 11€ KOPUCTYBAua 1 y3roJUTH MUTAHHS PO
HaOyTTS TpaB Ha HOBY TOProBelibHY MapkKy. HeBHKOHaHHS Takoro 0O0OB’s3KY
IPABOBJIACHUKOM € TIJCTaBOIO JMJii pO3IpBaHHS JOTOBOPY KOPUCTYBaue€M B
OJTHOCTOPOHHBOMY TIOPSIIKY.

OOGrpyHTOBaHO, IO Y pa3i NepeaaHHs MpaB Ha TOPTOBEJIbHY MAapKy B MPOIIeCi
peopranizailii rocrnoIapchbKoi OpraHizallii CIelialibHOI0 YMOBOIO TEPEeXoay IpaB
Mae OyTu peajdbHE BHUPOOHHUIITBO TOCMOAAPCHKOID OpraHizaii€ro, a0 sAKOl
NepexXoAnTh MPAaBO Ha TOPTOBEIbHY MapKy, TOBAapiB 1 MOCTYT, IS SKUX IS
TOproBellbHA MapKa 3apeecTpoBaHa, IIO0 HE JOMYyCTHTH BBEACHHS B OOMaHy
CHOKMBA4YiB 1 YHUKHYTH PH3UKIB JOCTPOKOBOTO MPUIMHEHHS CBIJIOLTBA HA
TOProOBEJIbHY MapKy BHACHIIOK i1 (DAKTUYHOTO HEBUKOPUCTAHHA. 3 ypaxyBaHHSIM
IILOT'O 3aITPOIIOHOBAHO B 3aKkoH1 Ykpainu «IIpo oXxopoHy npaB Ha 3HAKH /AJIs1 TOBAPiB
1 TIOCIyT» 3aKpinmuT okpemy ctaTTio «llepexim mpaBa Ha TOproBeIbHY MapKy B
mpolieci peopraxizaiii», B sSKiil mepeadadyuTu OCOOIMBOCTI MEpexoy IpaBa HA
TOProBeJIbHY MapKy JUIsl KOXKHOTO BHJAY peopraHizaiii (IepeTBOpEHHs, BUILI,
TIOJTLJT, 3TTUTTS, IPUETHAHHS).

YV pozoini 3 «3axucm npag cyb’ekmig 20Cno0aprO8aHHs HA MOP20BEIbHI
Mapkuy JOCHIIPKEHO TMOpPYIIEHHs IpaB Ha TOProBeJbHY MapKy 1 crnocoOu ix
3aXUCTY. 3alIPONOHOBAHO 3MIHUTH HA3BYy MPABOMOYHOCTI, 1110 BXOAUTH 0 CKIIATY
IpaBa Ha TOPrOBEJIbHY MAapKy, «BUKJIIOYHE MPABO MEPEIIKOKATH HEMTPABOMIPHOMY

BUKOPHCTAHHIO TOPrOBENbHOI MAapKh, B TOMY 4YHCIL 3a00pOHSTH Take



BUKOPUCTaHHS» Ha OUIBII IIMPOKE Ta yCTalleHe (POPMYIIIOBAHHS «IIPABO 3aXUILIATH
MpaBo 1HTEJNEKTYyaJIbHOI BJIACHOCTI HAa TOPTOBEJIbHY MapKy Yy pa3i HOTo MOpYIICHHS,
HEBU3HAHHS, OCTIOPIOBaHHS, CTBOPEHHS 3arpO3H MOPYIICHHS MTPaBay.

Y TO4YHEHO BU3HAYEHHS OHATTS «IIOPYLIECHHS MPaB Ha TOPTOBEJIbHI MAPKM» —
BUMHEHHs 0€3 103BOJy Cy0’€KkTa TpaB Ha TOPTrOBEIbHY MapKy i 00
BUKOPHUCTAHHS TO3HAYEHHS, SIKE € TOTOXKHIM ab0 CXO0XHM 10 OXOpPOHIOBAHOI
TOPTOBEJIBHOI MapKu, OJHUM abo0 JIeKIIbKOMa CHoco0aMH, CTOCOBHO TOBapiB 1
MOCITYT, JJIs IKUX TOPTrOBEJIbHA MapKa 3apeecTpoBaHa, a00 CIOPITHEHUX HUM, OKPIM
JIH, SIK1 MOXKYTh BUMHATHCH BUIBHO 0€3 3r0JIM IIbOT0 Cy0’ €KTa.

JloormpaiiroBaHo Kiacudikallito BUIiB MOPYIIEHb MPaB Ha TOPTOBEIbHI MAPKH
3aJIEXKHO Bl TAKUX KPUTEPIiB:

1) 3a crmocoOOM HEMmpaBOMIPHOTO BUKOPUCTAHHS TOPTOBEIBHOI MapKud —
HAHECEHHsI TOPTOBEJIbHOI MapKh Ha TOBap, YMAKOBKY, 3aCTOCYBaHHS y peKjami,
JIJOBIA JTOKYMEHTaIlli, TOMEHHOMY IMEHI TOIllO; KOXXKHa 3 IUX Aill CTaHOBUTh
CaMOCTITHE OKpeMe MPaBOMOPYIICHHS;

2) 3a 00’€KTOM BUKOPHUCTaHHS — BUKOPUCTAHHS TOTOKHOTO MO3HAYEHHS a00
TaKoro, 0 MOXHA CIUTYTaTH 13 OXOPOHIOBAHOIO TOPTOBEIHLHOI0 MapKOIO;

3) 3a KJlacoM TOBapiB 1 MOCIAYT — BHUKOPHUCTAHHS TOPrOBEIBHOI MapKu
CTOCOBHO TOBapiB 1 MOCIYT, HABEACHUX Yy CBIAOLTBI, a0 CTOCOBHO CHOPITHEHUX
TOBApIB 1 TOCIIYT;

4) 3a xapakTepoM HENPaBOMIPDHUX [id — TMOPYILIEHHA IpaB BJacHUKa
CBiIOITBA Ha TOProBebHy Mapky (cT. 20 3akony Ykpainu «IIpo oXopoHy mpaB Ha
3HAKU JJIS TOBApPIB 1 MOCIYT») 1 aKT HETOOPOCOBICHOT KOHKYpeHIIii (cT. 4 3akoHy
VYkpainu «IIpo 3axuct BiJl HeTOOPOCOBICHOT KOHKYPEHIIII»).

JlocmimkeHo crmocobu 3axuCTy MpaB HAa TOPTrOBEIbHY MapKy, HacamIiepes
3aX0JM TOCMOJIAPCHhKO-TIPABOBOI BIAMOBIAAIBHOCTI. OOIPYHTOBAHO JOILUIBHICTh
PO3MEXYBaHHS JIBOX CAMOCTIMHUX CIIOCOOIB KOMIICHcAIlli MalWHOBUX BTpaT
NOTEepPHiIOro cy0’ekTa MpaB HAa TOProOBENbHY MapKy: LUISIXOM BIIIKOTYBaHHS
30UTKIB 1 HIJISAXOM CIUIATH KOMIIeHcallli. Po3paxyHOK Takoi KomIeHcallli mae

3I1ACHIOBATHCS 32 IHILIKUM MIAX0JI0OM, HI’K PO3PaxyHOK 30MTKIB: TaKa KOMIIEHCALIS €



YMOBHOIO CyMOIO, IEBHUM €KBIBaJIEHTOM MaiiHOBUX BTpaT IMPABOBJIACHUKA 00’ €KTa
1HTEJIEKTYaJIbHOI BIACHOCTI.

3 oryisaay Ha 3a3HAYCHE, YTOYHEHO, 1110 PO3Mip KOMIIEHCAIlli Ma€ BU3HAYaTUCh
Ccy0'€eKTOM rocrofaproBaHHsI OJHUM 3 HACTYITHHUX CMOCO0IB 3a foro BubGopoM: 1)
CyMa BHHAropojau, ska Oyna O cruiaueHa, sSIKOM MOPYIIHWK OTpPUMaB JO3BLT Ha
BUKOPHUCTAHHS TOPTOBEJIBHOI MapKH, 2) TBOKPATHUN PO3MIp LIHU KOHTpadaKTHUX
TOBapiB, HA IKUX HE3aKOHHO PO3MIIIEHO TOPTrOBEIbHY MapKy.

OOrpyHTOBaHO  YJOCKOHAJEHHS  MPaBOBUX  3acaj  BIJIIKOyBaHHS
HEMalHOBO1 (MOpajabHOI) IIKOJW, 3aMOJISHOT TOPYIICHHSM TIpaB CyO €KTIB
rOCIIOJIapIOBAaHHS Ha TOPrOBEJIbHI MAapKH, a CaMe:

3aKpIIUTH B 3aKOHI IpaBO Cy0’€KTa MpaB Ha TOProBeJIbHY MapKy Ha
BIJIIKOyBaHHSI HEMatHOBOI (MOpajbHOI MIKOAM), 3aMOAISTHOT B TOMY YHCIHI TIPH
BUKOHAHHI JIOTOBOPY PO PO3MOPSATKEHHS MPAaBOM Ha TOPTOBEIbHY MapKy, SKIIO
1€ IIKOJUTh JIJIOBIM pemyTaiii nmpaBoBiIacHUKA (y BUIJISIl NPUHUKEHHS J1JI0BOL
penyTailii 4Yd HENPaBOMIPHOTO BHUKOPUCTAaHHSA) a00 PO3PI3HSIIBHINA 37aTHOCTI
TOPrOBEJIBHOI MapKU;

KOHKPETHU3YBaTH 3MICT HEMalHOBOI (MOpPaJIbHOi) MIKOJIW, 3amroJlisTHOl
MOPYIIEHHSM TIpaBa Ha TOPTOBEJIbHY MapKy sIK — HEMailHOBI BTpaTH cy0 €KkTa
rOCIoAaprOBaHHsA, OB’ sA3aH]1 13 3HWKEHHSM, MOTIPIIEHHSM, IPUHUKEHHSIM JI1JI0OBO1
penyraiii cy0’€KTa TOCHOAAPIOBAHHS, 3HIKCHHSM PO3PI3HSUIBHIN 37aTHOCTI
TOPIrOBEJIBHOI MapKU;

KOHKpETH3yBaTH ()aKTOPH, 110 MOKYTh BIIUBATH HAa BU3HAUECHHS PO3MIPY
HEMalHOBO1 (MOPaJIBHOI) IIKOJIN: PIBEHB JJIOBOT peIyTallii BIaCHUKA CBIOITBA HA
TOPrOBENbHY MapKy, TPUBAJIICThH MOPYIICHHS MIPaB Ha TOPTOBEIBbHY MapKy, chepa
BUKOPHUCTAHHS TOPrOBEJIBbHOI MapKu (TOBapu HIMPOKOTO CIOXHUBAaHHS ab0 TOBapu
JUTSL By3bKOCTIEI[1ali30BaHO1 TPyIU CIIOKMBAYiB), MOBEAIHKA, Peakiiisl MOpYIIHUKA
Ha 3BEPHEHHS IIOJ0 NPUMNHHEHHS MOPYILIEHHS, Hamipu JOOPOBUIHHO BUPIIIUTH
Crip, KOMIICHCYBaTH HEMaWHOBY IIKOJY, CTYIiHb 3MEHIIECHHS PO3PI3HAIBHOI
3JIaTHOCT1 TOPTrOBEJIbHOI MAapKH, 3HIKEHHS BAPTOCT1 HEeMaTepialbHUX aKTUBIB; 1HIIII

dakTopu, 1110 MOXKYTb MIATBEPIKYBATH HEMATEpiaabHl BTPATH.



3a3HaueHi MOJOXKEHHS JAOLUIBHO 3aKkpinmuTH B cT. 21 3akony Ykpainu «IIpo
OXOpOHY MpaB HA 3HAKU ISl TOBAPIB 1 MOCIYT».
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SUMMARY

G. V. Tkachuk Realization and protection of economic entities’ rights to
trademarks. — Qualifying scientific work on the rights of the manuscript.

Thesis for the Doctor of Philosophy degree in specialty 081 “Law” in the field
of knowledge 08 “Law”. — Vasyl’ Stus Donetsk National University. — Vinnytsia,
2020.

The thesis is devoted to the study of the issues of realization and protection of
economic entities’ rights to trademarks.

Chapter 1 “General characteristics of realization and protection of economic
entities ' rights to trademarks” investigates the content of a notion “trademark” and
its correlation with the notion “brand”. It is determined that a brand is a qualitative
characteristic (the image in the consumer’s consciousness) of a commodity or a
service that influences the consumer and induces him/her to purchase this
commodity or service. The differences between the trademark and the brand are
distinguished in the paper depending on the demands that are proposed to these
objects, their features, volume and term of legal protection, the presence of an idea
(mission), and the circle of owners.

The functions of the trademarks are investigated, and on this basis is grounded
the appropriateness of their supplement with such function as creation and protection
of the business reputation of the economic entity. The separation of this function
will matter both for a more complete understanding of its value for the economic
entity when executing agreements on granting the right to use a trademark, and
in case of violation of rights to trademark and the determination of moral (non-
property) damage caused to the economic entity by the devaluation of the
trademark in particular because of its illegal use on goods that have a lower level
of quality than the original goods.

As a result of the research of the concept of the property right to a trademark
in the field of management, it is established that this right can act as:

- subjective right that is realized by the economic entity during the economic

activity (by using the trademark or transferring the right on it to other subjects);



- part of the property of the enterprise (intangible asset);

- object of economic circulation (in case of transfer of rights under the
contract, introduction to the authorized capital of the company);

- object of protection (in case of violation of rights for a trademark).

The concept of “realization of the economic entity’s right to a trademark” is
specified - legally significant lawful actions of the right holder or his/her authorized
person regarding the use of the trademark, granting permission to use the trademark
to other entities, preventing illegal use of the trademark, committing other actions in
order to satisfy the interests of the right holder and other interested persons.

The principles of the exercise of a right to a trademark are generalized: 1) the
economic entity that has the right to a trademark exercises this right freely, at its
own discretion within the limits provided by law, taking into account the principle
“everything that is not prohibited by law is allowed™; 2) failure to exercise the right
to a trademark (non-use for a certain period without valid reason) may be grounds
for termination of the right; 3) the economic entity may waive the right to a
trademark in whole or in part in the manner prescribed by law; 4) the economic
entity may transfer its right to the trademark only under a repayment agreement; 5)
the right to a trademark is exercised taking into account the presumption of good
faith actions of the economic entity.

The directions of improvement of the legislation of Ukraine that regulates the
realization and protection of the rights to trademarks are refined: 1) filling the
content of the Law of Ukraine “On Protection of Rights to Trademarks for Goods
and Services” with special rules that should establish the most detailed instructions
on methods and legal forms of exercising rights to trademarks, grounds and ways of
protection of rights to trademarks; 2) coordination of the norms of the Central
Committee of Ukraine and the Law of Ukraine “On Protection of Rights to Marks
for Goods and Services” on types of agreements related to the disposal of rights to
trademarks; 3) approximation of national legislation with the relevant provisions of
EU acts by amending the Law of Ukraine “On Protection of Rights to Marks for

Goods and Services” in terms of consolidating the range of actions that prepare for



the violation of rights; the Law of Ukraine “On Protection against Unfair
Competition” on establishing the conditions of lawful use of another's trademark in
comparative advertising, as well as the prohibition of actions that mislead consumers
through the use of another's trademark by an entrepreneur.

In Chapter 2 “Realization of rights of economic entities to trademarks” two
methods of realization of rights to trademarks are singled out: 1) use of a trademark
in economic activity of a right holder; 2) transfer of the rights to trademark to other
individuals on the grounds of relevant agreement. As a result of a conducted study,
the concept of “the use of a trademark by the economic entity” is refined as a way
of realization of a right of intellectual property to the trademark — committal by the
economic entity or by an authorized person a set of legal and actual actions
connecting with the implementation of a trademark in certain goods or when
providing a service (in advertising, documentation, etc.) and introduction of these
goods into productive use.

Based on the study of the ways of using trademarks, it is clarified that the right
to a trademark should allow its use in any way related to the introduction of goods
marked with a trademark in productive use, or the provision of a service that does
not contradict the law, and when determining the methods of use apply in the
legislation the construction of an open list — “the use of a trademark is recognized,
in particular:...”.

The provisions on compulsory anticipatory termination of the right to
trademark have been clarified. These provisions should guarantee observance and
proper protection of the interests of right holders and consideration of public
interests, namely: the person applying to the court must prove the fact of non-use of
the trademark by the right holder, as well as the presence of his interest (legitimate
interest) in the termination of the certificate and use of this trademark, and the right
holder — the existence of valid reasons for non-use of the trademark. Interested
persons may include producers of homogeneous goods who have a real intention to
use the disputed designation in their economic activity, have applied for an identical

or similar designation, have made the necessary preparations for its use.



Provisions for improving the legal basis for the pledge of rights to trademark
are proposed: 1) rights to trademarks owned jointly by several persons may be
pledged only with the consent of all these persons; 2) introduction of a mandatory
notarization of the agreement of pledge of rights to trademarks and state registration
of the pledge of rights to trademarks (state registration should be carried out by the
Ministry for Development of Economy, Trade and Agriculture of Ukraine, which is
responsible for state registration of agreements in the intellectual property area.

The second way of realization of the right to a trademark — in the form of
transfer of the rights to a trademark to other persons on the basis of the corresponding
agreement which acts as the legal form of transfer of these rights is separately
investigated. The license agreement, commercial concession agreement, agreement
on transfer of rights, their content, essential conditions and differences are analysed
analyzed. The essential terms of the license agreement for the use of the trademark
concluded between economic entities are specified: subject (right to use the
trademark in a certain way), the amount of remuneration, term, as well as other
conditions that the parties consider appropriate to include in the agreement.

It is proposed to change the envisaged in Part 8 of Art. 16 of the Law of
Ukraine “On Protection of Rights to Marks for Goods and Services” the licensee’s
obligation to ensure compliance with the quality of goods and services produced by
him, the quality of goods and services of the licensor, to the control of the accordance
of quality of such goods and services by the licensor.

The grounds for termination of the commercial concession agreement by
replacing the concept of “trademark change” with the provision that in case of
grounds for termination of the right to trademark (voluntary termination at the
request of the right holder, termination based on a court decision) the right holder
must immediately notify the user and agree on the acquisition of rights to the new
trademark. Failure by the right holder to fulfil such an obligation is a ground for
termination of the agreement by the user unilaterally.

It is substantiated that in case of transfer of rights to trademark in the process

of reorganization of a business organization a special condition for the transfer of



rights should be the actual production of the business organization to which is
transferred the right to trademark, goods, and services for which this trademark is
registered in order to prevent misleading consumers and to avoid the risks of
anticipatory termination of the trademark certificate due to its actual non-use.
Considering this, it is proposed in the Law of Ukraine “On Protection of Rights to
Trademarks for Goods and Services” to consolidate a separate article “Transfer of
right to trademark in the process of reorganization”, in which to foresee the
peculiarities of the transfer of the right to a trademark for each type of reorganization
(transformation, separation, division, merger, accession).

Chapter 3 “Protection of rights of economic entities to trademarks” studies
the violation of rights to trademark and ways to protect them. It is proposed to
change the name of the jurisdiction that is part of the right to trademark, “the
exclusive right to prevent illegal use of the trademark, including prohibition of such
use” to a broader and more entrenched wording “the right to protect intellectual
property rights to the trademark in case of its violation, non-recognition, challenge,
creation of a threat of violation of the right”.

The definition of the concept “violation of right to a trademark is clarified —
the commission the actions without the permission of the subject of rights to
trademark concerning the use a designation that is identical or similar to the
protected trademark, in one or more ways, in relation to goods and services for which
the trademark registered, or related, except for actions that can be performed freely
without the consent of the subject.

The classification of types of violations of rights to trademarks has been
improved depending on the following criteria:

1) by the method of illegal use of a trademark — application of a trademark on
goods, packaging, use in advertising, business documentation, domain name, etc;
each of these actions constitutes an independent separate offense;

2) by object of use — the use of an identical designation or one that can be

confused with a protected trademark;



3) by class of goods and services — the use of a trademark in relation to goods
and services listed in the certificate, or in relation to related goods and services;

4) by the nature of illegal actions — violation of the rights of the certificate
holder to the trademark (Article 20 of the Law of Ukraine “On Protection of Rights
to Marks for Goods and Services”) and the act of unfair competition (Article 4 of
the Law of Ukraine “On Protection Against Unfair Competition™).

Ways of protection of rights to trademark, first of all measures of economic
and legal responsibility are investigated. The feasibility of distinguishing between
two independent ways of compensation for property losses of the injured subject of
rights to trademark is substantiated: by restitution and by payment of compensation.
The calculation of such compensation should be carried out according to a different
approach than the calculation of losses: such compensation is a conditional amount,
a certain equivalent of property losses of the right holder of the object of intellectual
property.

According to the above said, it is specified that the amount of compensation
should be determined by the economic entity in one of the following ways: 1) the
amount of remuneration that would have been paid if the offender had obtained
permission to use the trademark, 2) twice the price of counterfeit goods on which
the trademark is illegally placed.

The improvement of the legal basis for compensation of non-pecuniary
(moral) damage caused by the violation of the rights of economic entities to
trademarks is substantiated, namely:

to sustain in law the right of the subject of rights to trademark to compensation
for non-pecuniary (moral damage) caused, including during the performance of the
agreement on the disposal of the right to a trademark, if it harms the business
reputation of the owner (in the form of humiliation of the business reputation or
illegal use) or trademark resolution;

to specify the content of non-pecuniary (moral) damage caused by violation

of the right to a trademark as non-pecuniary losses of the economic entity associated



with the reduction, deterioration, humiliation of the business reputation of the
economic entity, reducing the resolution of the trademark;

to specify the factors that may affect the determination of the amount of non-
pecuniary (moral) damage: the level of business reputation of the owner of the
trademark certificate, the duration of violation of rights to trademark, the area of use
of the trademark (fast-moving consumer goods or goods for a narrowly specialized
group of consumers), behavior, reaction of the offender to the request to stop the
violation, intentions to voluntarily resolve the dispute, compensate for non-
pecuniary damage, the degree of reduction of trademark resolution, reduction of the
value of intangible assets; other factors that may confirm intangible losses.

These provisions should be enshrined in Art. 21 of the Law of Ukraine “On
Protection of Rights to Marks for Goods and Services”.

Key words: right to trademark, industrial property objects, realization of
rights to trademark, agreement on disposition of intellectual property rights,

protection of rights, violation of rights, economic and legal liability.
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